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The Why of Licensing 



The Why of Licensing – Licensing In

Licensing Agreements - The Lawyer's Perspective - 7 May 2022

Reasons For 
Licensing 

Competitive 
Advantage

Technology 
Access

Information 
Disclosure

Cease-And-
Desist 

Damage 
Claims

Criminal 
Charges



The Why of Licensing – Licensing Out
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Reasons For 
Licensing 

Freedom to 
Operate

Standards

Technology 
Distribution

Money

Product 
Control

New
Markets



CLASSIC IP RIGHTS
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The What of Licensing –Licensing Objects

Technology Origin Appearance Expression Unfair Conduct



NEW RIGHTS
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The What of Licensing – Licensing Objects

Algo-
rithms

Data AI 
Creations



The How Of Licensing 
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LICENSE AGREEMENT STRUCTURE

PARTIES

PREAMBLE

LICENSE TYPE & 
LICENSE OBJECTS

LICENSE FEES REPS & WARRANTIES

IMPROVEMENTS

EXIT

DEFENCE / 
MAINTENANCE

MISCELLANEOUS
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LICENSE TYPE & LICENSE OBJECT

• Exclusive License 

• Non-Exclusive License 

• General Public License

• Cross License 

• R&D License

• List of Licensed IP Rights, other rights 

• Content – Field of Use / Allowed Tasks 

• Background IP required?

• Transferable? 

• Sub-Licensable? 

• Time & Territory 

• Quality Requirements 

License Agreements – Specific Provisions
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LICENSE FEES

• Determines Market Risk Allocation

• License Scheme

– Pe Unit License Fee

– Lump-Sum License Fee

– % of Turnover

– …

• Additional Terms depending on 
Scheme: 

– Payment Term

– Recurrence 

– Information Duties

– Bookkeeping Duties

– Audit Rights

License Agreements – Specific Provisions
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IMPROVEMENTS

• Improvements by Licensor 

• Improvements by Licensee 

– Allocation of Foreground IP

– Introduction of Background IP

– Restrictions (e.g. OSS Black List)

License Agreements – Specific Provisions

REPS & WARRANTIES

• Free from third party rights

– Impossible, esp. with Software

– Remedies? 

• Product Liability 

– Market Surveillance 

– Responsibility re Approval
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License Agreements – Pitfalls

DUTY TO EXERCISE CONFIDENTIALITY CHANGE OF CONTROL

FEEDBACK CLAUSES
L

INSOLVENCY NO ATTACK
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License Agreements – In Practice
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GET IN TOUCH

These materials are for training purposes only and are not intended to be a comprehensive review of all developments in the law and practice, or to cover all aspects of those referred to. Please take legal 

advice before applying anything contained in these materials to specific issues or transactions. For more information please contact the presenters or your usual contact.


